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STATEMENT OF THE CASE 
Appellant appeals under 35 U.S.C. § 134 from the Examiner's 
decision rejecting claims 1-70 under 35 U.S.C. § 103(a) as unpatentable over 
Kempe (US 6,146,351, iss. Nov. 14, 2000). We have jurisdiction under 35 
U.S.C. § 6(b). Claim 1, reproduced below, is illustrative of the claimed 
subject matter. 

1. A method of treatment of pain in a patient caused by an 
inflammatory disease comprising shielding the affected areas of 
the patient from high frequency electromagnetic radiation, 
while not shielding said affected areas from low frequency 
electromagnetic radiation, for a period of time sufficient to 
reduce the symptoms. 

SUMMARY OF DECISION 

We AFFIRM. 

OPINION 

The Examiner found that Kempe does not specifically teach an article 
for treating an inflammatory disease, but rather an article for treating muscle 
soreness as a result of an inflammatory response. Ans. 3. The Examiner 
concluded that because the article of Kempe teaches a treatment for pain 
caused by an inflammatory response, it would have been obvious "to 
consider that Kempe 's article could be used for treating any pain caused by 
inflammatory disease, regardless of how that inflammation/pain was 
caused." Ans. 4. 

Reviewing the Briefs, Appellant takes issue with the Examiner's 
position that Kempe's disclosure of a device for treatment of delayed onset 
muscle soreness (DOMS) provides the basis for concluding that it would 
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have been obvious that the same device would likewise treat inflammatory 
diseases. Appellant provides two declarations that, in Appellant's opinion, 
demonstrate that DOMS is not an inflammatory disease. See, e.g., Reply Br. 
6. However, the issue is not whether a medical doctor would consider 
DOMS to be an inflammatory disease. The issue in this appeal is whether 
Kempe's disclosure of a device for treating DOMS renders obvious a device 
for treating pain from an inflammatory disease, as the term is interpreted by 
one of ordinary skill in the art in light of the Specification, and in view of 
Kempe's teaching that DOMS may be caused by an inflammatory response. 
This issue turns on the interpretation of "inflammatory disease" as set forth 
in the claims when read in light of the Specification. 

When claim terminology is construed in the United States Patent and 
Trademark Office, claims are to be given their broadest reasonable 
interpretation consistent with the specification, reading claim language in 
light of the specification as it would be interpreted by one of ordinary skill in 
the art. In re Am. Acad. ofSci. Tech. Or., 367 F.3d 1359, 1364 (Fed. Cir. 
2004). The Specification lists many different "inflammatory diseases," such 
as bursitis, carpal tunnel syndrome, and tennis elbow. Spec. 10:12-31. 
Accordingly, any interpretation of "inflammatory disease" as claimed must 
be consistent with a meaning that would include bursitis, carpal tunnel 
syndrome, and tennis elbow. 

Dr. Clement declares that DOMS is an inflammatory process, not an 
inflammatory disease. App. Br. 23. Dr. Clement proposes that an 
inflammatory disease "is created by an autoimmune disorder or infective 
agent, not micro-trauma." Id. Likewise, Dr. Hershler declares that DOMS 
is not an inflammatory disease. App. Br. 27. Dr. Hershler proposes that 
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inflammatory diseases "are diseases characterized by inflammation . . . 
whereas DOMS is characterized simply by muscle soreness." Id. 

Tennis elbow, for example, is not an autoimmune disorder or caused 
by an infective agent, but rather caused by inflammation from injury. 1 
Accordingly, Dr. Clement's proposed interpretation of "inflammatory 
disease" is not consistent with its use in the Specification. Dr. Hershler's 
interpretation of "inflammatory disease" merely includes diseases 
"characterized by inflammation." While Dr. Hershler declares that DOMS 
is "characterized simply by muscle soreness (App. Br. 27), Kempe states 
that one hypothesis is that the soreness comes from an inflammatory 
response (i.e., inflammation) (Kempe, col. 1, 11. 51-54). Kempe is 
incorporated into the Specification (3:1-5), and thus, to be consistent with 
the Specification, DOMS cannot be precluded from being characterized by 
inflammation. Like tennis elbow, DOMS may be characterized by 
inflammation caused by the strain of exercise. Accordingly, one of ordinary 
skill in the art would interpret DOMS to be an "inflammatory disease" as 
claimed because such an interpretation is consistent with the Specification, 
which encompasses "inflammatory diseases" caused by injury and resulting 
in inflammation. 

Turning to the Examiner's rejection, we find that there is no dispute 
that the material of Kempe (F ARABLOC) shields radiation in the manner 
called for in claims 1 and 11. Kempe teaches a method for treating pain 



1 See, e.g., The American Heritage Medical Dictionary (2007), "[a] painful 
inflammation of the tissue surrounding the elbow, caused by strain from 
playing tennis and other sports" (retrieved from 

www.xreferplus.com/entry/hmmedicaldict/tennis_elbow) (last visited Oct. 
19,2011). 



4 



Appeal 2009-014992 
Application 10/682,083 

resulting from phantom limbs, muscle pain and soreness in horses, as well as 
delayed muscle onset soreness, using FARABLOC. Kempe, col. 1, 11. 12- 
40. Claims 1 and 11, more generally, recite methods for treating pain 
resulting from inflammatory disease. Accordingly, the only difference 
between the claimed invention and Kempe is that the claims purportedly 
recite treating a different source of pain. However, as we found above, the 
Specification clearly sets forth that "inflammatory diseases" encompasses 
inflammation responses from strenuous movement, such as tennis elbow. 
Since DOMS may be characterized as an inflammation response from 
strenuous movement, Kempe teaches a method of treating pain from an 
"inflammatory disease" as claimed 2 . Accordingly, we do not find error in 
the Examiner's conclusion that Kempe renders obvious a method for treating 
pain from an inflammatory disease. 



2 We further note that there is no requirement that a reference must 
recognize all features of its invention. Ex parte Obiaya, 227 USPQ 58, 60 
(BPAI 1985), off d mem., 795 F.2d 1017 (Fed. Cir. 1986) (holding that the 
recognition of another advantage flowing naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the 
difference would otherwise be obvious); see also In re Wiseman, 596 F.2d 
1019, 1023 (CCPA 1979) (mere recognition of an inherent property in the 
prior art does not render patentable a known structure); KSR Int'l Co. v. 
Tele/lex Inc., 550 U.S. 398, 417 (2007) ("if a technique has been used to 
improve one device, and a person of ordinary skill in the art would recognize 
that it would improve similar devices in the same way, using the technique is 
obvious unless its actual application is beyond his or her skill"). 
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DECISION 

We affirm the Examiner's decision regarding claims 1-70. No time 
period for taking any subsequent action in connection with this appeal may 
be extended under 37 C.F.R. § 1.136(a)(l)(iv). 

AFFIRMED 

hh 
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